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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 13-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Applicant recites in claim 13," message from the terminating device to the 
terminating device using a text messaging service". It is unclear not why the message 
has to be delivered from the terminating device to the terminating device. Since 
claims 14-16 all depend directly or indirectly on claim 13 they contain the limitations of 
those claims and therefore are also indefinite. 

Correction/clarification required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,2,7,8,9,11,12 and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Griffith et al. (hereinafter Griffith) (US 6366651). 

Regarding claim 1, Griffith teaches a method of communicating data in a mobile 
communications network (Col. 3, lines 20-21), the method comprising recording a voice 
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message for delivery from an initiating device (Col. 2, lines 36-38) to a terminating 
device, wherein the initiating device and terminating device are configured to 
communicate over the mobile communications network (item 206 in Figure 2A; Col. 3, 
lines 32-34); converting the recorded voice message to a text message using a speech- 
to text conversion process (item 211 in Figure 2A; Col. 3, lines 32-39); and delivering 
the text message to the terminating device by way of a text messaging service 
implemented over the mobile communications network for delivering text messages 
from the initiating device to the terminating device (items 214-217 in Figure 2A). 

Regarding claim 2,Griffith teaches the method of claim 1, wherein the speech-to- 
text conversion process resides in the initiating device to convert the voice message to 
the text message (Col. 3, lines 32-39). 

Regarding claim 7, Griffith further teaches the method of claim 1 , wherein a 
message mode is defined to indicate that the voice message should be converted to a 
text message (Col. 2, lines 19-24). 

Regarding claim 8, Griffith further teaches the method of claim 7, wherein the 
message mode is set by a party using the initiating device (Col. 2, lines 19-24). 

Regarding claim 9, Griffith further teaches the method of claim 7, wherein the 
message mode is set by a party, using the terminating device (Col. 2, lines 19-24). 

Regarding claim 10, Griffith teaches the method of claim 1, wherein the recorded 
voice message is deleted after the text message is delivered to the terminating device 
(Col. 5, lines 60-61; Col. 6, lines 17-18). 
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Regarding claim 11, Griffith teaches a method of communicating data in a mobile 
communications network (Col. 3, lines 4-5), the method comprising: recording a voice 
message for delivery from an initiating device (Col. 2, lines 36-38) to a terminating 
device, wherein the initiating device and the terminating device are configured to 
communicate over the mobile communications network (item 206 in Figure 2A; Col. 3, 
lines 32-34); delivering the voice message to the terminating device over the mobile 
communications network (items 214-217 in Figure 2A); and converting the recorded 
voice message to a text message using a speech-to-text conversion process residing 
on the terminating device (Col. 4, lines 20-25). 

Regarding claim 12, Griffith further teaches the method of claim 1 1 further 
comprising displaying the text message on the terminating device (Abstract, line 12). 

Regarding claim 13, Griffith further teaches the method of claim 1 1 further 
comprising delivering the text message from the terminating device to the terminating 
device (Abstract). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 3-6, 17-20 and 25-26 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Pelaez et al. (hereinafter Pelaez) (US 2004/0013419). 

Regarding claim 3, Pelaez teaches a method of communicating data in a mobile 
communications network (item106 in Figure 2), the method comprising recording a 
voice message for delivery from an initiating device (items 102 and 104 in Figure 2) to a 
terminating device (items 102 and 104 in Figure 2), wherein the initiating device and 
terminating device are configured to communicate over the mobile communications 
network (item 106 in Figure 2); converting the recorded voice message to a text 
message using a speech-to text conversion process (item 1 14 in Figure 2; Abstract, 
lines 5-10); and delivering the text message to the terminating device by way of a text 
messaging service implemented over the mobile communications network for delivering 
text messages from the initiating device to the terminating device (Abstract, lines 5-10). 

Pelaez further teaches in an analogous art, wherein the speech-to-text 
conversion process resides in the mobile communications network to convert the voice 
message to the text message (items 106, 112 in Figure 1; items 208,210,212 in Figure 
2; Paragraph [0005], lines 5-11). 

Regarding claim 4, Pelaez further teaches the method of claim 1 , wherein the 
text messaging service is a short messaging service (SMS) (Abstract, line 12). 
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Regarding claim 5, Pelaez further teaches the method of claim 1 , text 
messaging service is a enhanced messaging service (EMS) (Paragraph [0022], lines 1- 
8). 

Regarding claim 6, Pelaez further teaches the method of claim 1 , wherein the 
text messaging service is a multi-media messaging service (MMS) (Paragraph [0007], 
lines 1-4; Paragraph [0015], lines 1-7). 

Regarding claim 17, Pelaez teaches a communications device comprising means 
for interfacing (Paragraph [0011], lines 5-8) with a voice recording mechanism (item 114 
in Figure 1) to record a voice message for transmission to a first mobile device 
connected to a mobile communications network (item106 in Figure 2), and means for 
choosing for the voice message to be converted to a text message via a speech-to-text 
conversion process (item 114 in Figure 2; Abstract, lines 5-10), wherein the text 
message is delivered to the first mobile device (Paragraph [0023], lines 22-23) by way 
of a text messaging service implemented over the Mobile communications network. 

Regarding claim 18, Pelaez further teaches the method of claim 17, wherein the 
text messaging service is a short messaging service (SMS) (Abstract, line 12). 

Regarding claim 19, Pelaez further teaches the method of claim 17, text- 
messaging service is a enhanced messaging service (EMS) (Paragraph [0022], lines 1- 
8). 

Regarding claim 20, Pelaez further teaches the method of claim 17, wherein the 
text messaging service is a multi-media messaging service (MMS) (Paragraph [0007], 
lines 1-4; Paragraph [0015], lines 1-7). 
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Regarding claim 25, Pelaez teaches a first mobile device (item 102 in Figure 1) 
configured for communicating data over a mobile communications network (item 106 in 
Figure 1), the mobile device comprising: a receiver for receiving voice data transmitted 
over the mobile communications network (Paragraph [0011], lines 5-7); a speech-to-text 
converter for converting the voice data to text data (Paragraph [0007], lines 1-3; 
Paragraph [0005], lines 5-10), and a text messaging interface for communicating the 
text data to a target mobile device over the mobile communications network (Paragraph 
[0005], line 10). 

Regarding claim 26, Pelaez further teaches the mobile device of claim 25, 
wherein the first mobile device is the target mobile device (Paragraph [0023, lines 3-8). 

Claims 21-24 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Northcutt (US 2004/001761 14). 

Regarding claim 21, Northcutt teaches a mobile device (item 305 in Figure 1) 
configured for communicating voice data over a mobile communications network (item 
310 in Figure 2), the mobile device comprising a microphone for receiving voice data to 
be transmitted to a target mobile device over the mobile communications network 
(Paragraph [0034], lines 1-4), a speech-to-text converter for converting the voice data to 
text data (Paragraph [0034], lines 5-7); and a text messaging mechanism for 
transmitting the text data over the mobile communications network to the target mobile 
device (Paragraph [0035], lines 1-4). 
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Regarding claim 22, Northcutt further teaches the mobile device of claim 21 , 
wherein the text messaging service is a short messaging service (SMS) (Paragraph 
[0032], line 4). 

Regarding claim 23, Northcutt further teaches the mobile device of claim 21 , 
wherein the text messaging service is an extended messaging service (EMS) 
(Paragraph [0033], lines 1-8). 

Regarding claim 24, Northcutt further teaches the mobile device of claim 21 , 
wherein the text messaging service is a multi-media messaging service (MMS) 
(Abstract line 3). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 14,15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Griffith (US 6366651) in view of Northcutt (US 2004/01761 14). 

Regarding claim 14, Griffith teaches all the particulars of the claim except 
wherein the text messaging service is a short messaging service. However, Northcutt 
teaches in an analogous art, the method wherein the text messaging service is a short 
messaging service (item 325 in Figure 3). Therefore, it would be obvious to one of 
ordinary skill in the art at the time of invention to have the method wherein the text 
messaging service is a short messaging service. This modification is desirable because 
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it does not interrupt the other party the way a phone call would. A receiving part can 
discreetly receive a message while in a meeting without causing a disturbance to others 
in the meeting. 

Regarding claim 15, Griffith teaches all the particulars of the claim except 
wherein the text messaging service is an enhanced messaging service. However, 
Northcutt teaches in an analogous art, the method wherein the text messaging service 
is a enhanced messaging service (Paragraph [0033], lines 1-8). Therefore, it would be 
obvious to one of ordinary skill in the art at the time of invention to have the method 
wherein the text messaging service is a enhanced messaging service. This modification 
is desirable because it does not interrupt the other party the way a phone call would. A 
receiving part can discreetly receive a message while in a meeting without causing a 
disturbance to others in the meeting. 

Regarding claim 16, Griffith teaches all the particulars of the claim except 
wherein the text messaging service is a multi-media messaging service. However, 
Northcutt teaches in an analogous art, the method wherein the text messaging service 
is a multi-media messaging service (item 335 in Figure 3). Therefore, it would be 
obvious to one of ordinary skill in the art at the time of invention to have the method 
wherein the text messaging service is a multi-media messaging service. This 
modification is desirable because it does not interrupt the other party the way a phone 
call would. A receiving part can discreetly receive a message while in a meeting without 
causing a disturbance to others in the meeting. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Griffith also teaches the limitations of the claim 26, wherein the first mobile 
device is the target mobile device (Col. 6, lines 56-59) 

"Voice to text transcription service" recited in the web page 
( http://www.idictate.com/press.shtml) also teaches the limitations of claim 26. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Muthuswamy G. Manoharan whose telephone number 
is 571-272-5515. The examiner can normally be reached on 7:30AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Trost can be reached on 571-272-7872. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). \bX*C7^ 
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